


[bookmark: _GoBack]LICENSE AGREEMENT
(the “Agreement")


*, below referred to as Licensor

and

*, below referred to as Licensee

have today agreed on the following regarding the right to [state the rights to be governed by this agreement, e.g. the right to produce, develop, sell] goods or services based on an invention or other creative activity made by the Licensor, below referred to as the Invention. A detailed description of the Invention is included in Appendix 1 to this Agreement. [The Invention is protected by patent [also state any other registered rights], as further described in Appendix 2.] Any goods or services comprising the Invention will be jointly referred to as the Product. If the Invention shall be used separately, the Invention and the Product will be identical as defined above. 
The right to production and sale of the Product
On the terms set out in this Agreement Licensor gives Licensee an exclusive right to [state the rights to be governed by this Agreement, cf. also above, e.g. the right to develop, produce and sell] the Product in [define potential market and geographical area] for [state the limited period of time, if any – e.g. as long as the patent is valid, cf. clause 14].
[Comment: The suggested wording gives the Licensee an exclusive right for a limited period of time. The alternative is an entirely exclusive agreement without any limitation in time, or a non-exclusive agreement which makes it possible for the Licensor to enter into similar agreements with other parties at the same time.]
The Licensee is fully liable for any claim related to product liability, potential claim for damages and any other claims following from the sale of the Product.  
Certificate, labeling
The Licensee undertakes to carry out and pay for any statutory certification and labeling of the Product. 
Competing products
Within the geographical area comprised by the Agreement and during the contract period the Licensee is not entitled to market and/or sell competing products beyond the Licensee’s existing assortment without the consent of the Licensor. 
Right of ownership
The Invention originates from the Licensor. Licensor retains all rights of ownership to the Invention and any documentation generated by the Licensor necessary in order to utilize the Invention. This comprises, but is not limited to, copyright, patent right, knowhow, design, trade secrets and the right to the mere idea of the Invention. 
[Comment: If the Licensor also has done any product development, the wording might need to be altered in order to reflect this.]
Active contribution from Licensee
The Licensee shall at any time – using commercially reasonable efforts – work actively to promote the sale of the Product within the entire geographical area comprised by this Agreement. The Licensee shall make an activity plan for such activities.  The activity plan shall be revised at least once a year. Licensor shall be given access to the activity plan without undue delay. The activity plan shall include a further description of plans related to product development, investments in production equipment and marketing. 
[It may be a good idea to include a further description of the activities that the Licensee shall perform, either in this section or in a separate appendix to the Agreement.]
Active contribution from Licensor
Licensor shall immediately after signing the Agreement deliver to Licensee all relevant knowhow regarding the Invention, and the Product if relevant. Knowhow not already put down in writing must be written down and delivered to the Licensee. All documents with knowhow delivered to Licensee shall be detailed in the list included as Appendix [x] to this Agreement. 
With respect to other contribution from Licensor, including any contribution in connection with production, marketing or development, the scope and the terms of such assistance shall be included in a separate agreement. Any assistance from Licensor shall be at general commercial terms. [Alternatively it may be considered concluding what would be a reasonable remuneration for any further contribution from the Licensor in advance.]
Escrow
Source code
The parties agree that the source code to the Invention and appurtenant documentation shall be delivered to [an independent third party, e.g. Norsk Tillitsmann] to be placed into escrow no later than at the signing of this Agreement. The source code shall be maintained in escrow throughout the entire term of this Agreement. 
Licensor is responsible for upgrading the source code every third month. 
The escrow agreement with [independent third party] is included as Appendix [X] to this Agreement. 
[Comment: If the rights pursuant to the agreement include licensing of software to be included in a product or which shall be used separately, the source code must be deposited and upgraded regularly. When depositing a source code the parties to the license agreement must conclude an escrow agreement with an independent third party. Norsk Tillitsmann is one of several companies offering escrow services.]
Documentation
The parties agree that trade secrets regarding the Invention, and the Product if relevant, shall be delivered to [an independent third party, e.g. Norsk Tillitsmann] no later than at the signing of this Agreement. The documentation shall be maintained throughout the entire term of this Agreement. 
Licensor is responsible for upgrading the documentation every third month. 
The escrow agreement with [the independent third party] on the deposit of the documentation is included as Appendix [X] to this Agreement. 

License Fees 
For the rights pursuant to this Agreement the Licensee shall pay to Licensor a license fee of
* %
of the invoiced value of the Product to Licensee’s customers. Invoiced value shall mean the price that the Licensee obtains from the sale of the Product or parts thereof, exclusive of taxes and transportation costs, but with the addition of discounts that are not part of the general terms of sale. If the price for any other reason deviates from the prices that the Licensee normally charges from independent customers, the assumed normal price shall be the basis for the calculation of the license fee. 
The license fee shall be calculated on a monthly basis and be paid to the Licensor no later than thirty (30) days after the end of each month. Along with the payment the Licensee shall without undue delay provide the Licensor with a statement showing the basis for calculation. The Licensee shall no later than three (3) months after the end of each calendar year give the Licensor an annual statement showing the basis for calculation. The annual statement shall be confirmed by the Licensee’s auditor. 
[The Licensee shall also pay to Licensor a lump sum of NOK * as a contribution to cover incurred costs in connection with product development based on the Invention that is done prior to the signing of the Agreement, and which in its entirety will be placed at the Licensee’s disposal upon signing of the Agreement. The amount shall be paid to Licensor no later than thirty (30) days after the Agreement is signed by both parties.]
[Comment: The wording above should be included if the Licensor has been responsible for product development prior to the conclusion of the Agreement.]
[Further, it may also be agreed that the Licensee shall pay an annual minimum fee/royalty irrespective of the scope of sale. It can also be considered to include a provision stating that the annual minimum fee e.g. gradually shall be increased. Payment of an annual minimum fee may possibly prevent any attempt by the Licensee to purchase a license for the purpose of eliminating the product from competing with another product of the Licensee.]
To the extent the above mentioned license fee is liable for VAT, VAT will be added. 
Audit
Licensor is entitled, either himself or by using a third party, to audit the Licensee’s accounts to the extent it concerns the calculation of the license fees for the Product. The audit shall be paid by Licensor unless significant errors in Licensee’s statements are discovered. 
Sub-licenses
Licensee is entitled to enter into sub-license agreements. Any such sub-licenses shall be pre-approved by Licensor. Licensor can only object if it is justifiable. Licensor may among other things require that sub-license agreements shall be governed by Norwegian law and that any disputes shall be settled by Norwegian courts, and that the agreements shall not give the sub-licensee a right to sub-license. 
If the Licensee enters into a sub-license agreement, the Licensor shall, unless the parties otherwise agree, be paid license fee in the same way as described under clause 8 also for sale made by the sub-licensee. The Licensee shall be jointly and severally liable together with the sub-licensee for the payment of this remuneration.  The Licensee shall be responsible for the Licensor’s interests in this Agreement being fully protected also in a sub-license agreement. 
Legal protection of the Invention
[Patent protection
The Invention’s status with respect to patent protection at the time of the signing of the Agreement is further described in Appendix 2. The Parties agree that they jointly shall establish a plan for which countries they want to apply for patent protection, including seeking expert assistance reasonably required. If the Licensee does not want to apply for patent protection in one or more countries, the Licensor can, provided that he at his own expense files an application to the relevant countries, claim that the rights to the Invention in these countries shall be kept outside the Agreement. 
The Licensee is obliged to label the Product with information that the Product contains elements for which patent has been applied for or elements that have patent protection. 
Costs
Licensee shall cover all costs related to agreed patent applications and all costs related to the maintenance and renewal of patent rights acquired due to these applications. Any application for patent shall be made in the name of the Licensor unless otherwise explicitly agreed. 
The same shall apply for protection of trademarks and any other intellectual property protection that the parties believe that they will benefit from obtaining. 
Enforcement of rights
The Licensee is responsible for defending the patent rights against third party infringement. This also applies to infringement of design rights, copyright, trademarks or any other tangible or intellectual property right to the entire Product or parts thereof. 
Licensor is obliged to provide Licensee with necessary assistance by gathering necessary documentation regarding the matter in question and by contributing in any proceedings before the courts etc.
Each party shall notify the other party in writing if the party becomes aware of infringements as referred to in this clause. 
Should the responsibility with respect to patent protection or the protection of any other rights mentioned above, in any country be disproportionate economically burdensome for the Licensee, the Parties agree to meet to jointly consider how the situation can be resolved, potentially waiving the requirements for  defending an infringement case. 
Licensor’s obligations
Licensor assumes no responsibility and does not guarantee that patent relating to the Invention will be granted. Nor does he assume responsibility or guarantee that the rights that exist at the time of the signing of this Agreement not at a later point in time will be disputed by a third party. However, the Licensor warrants that upon the signing of the Agreement he has given Licensee information on all matters of importance which the Licensor was acquainted with at the time of the signing of the Agreement.]
[Comment: The text in braces, from 11.1 – 11.4, above can be used if the agreement concerns an invention with patent protection. If patent protection is not relevant, the text below should be used.]
0. [Application process
The parties agree to jointly discuss whether the parties will benefit from seeking trademark protection or any other intellectual property protection and, if relevant, establish a plan for which countries to apply for such protection. If the Licensee does not want to apply for protection in one or more countries, the Licensor can, provided that he at his own expense files an application to the relevant countries, claim that the rights to the Invention in these countries shall be kept outside the Agreement. 
Licensee shall bear all costs related for agreed applications and the costs related to the maintenance and renewal of the registered rights acquired due to such applications. Any application shall be made in the name of the Licensor unless otherwise explicitly agreed. 
Enforcement of rights
The Licensee shall defend the Invention and the Product against infringement of design rights, copyright, trademarks or any other tangible or intellectual property right.
Licensor is obliged to provide Licensee with necessary assistance by gathering necessary documentation regarding the matter in question and by contributing in any proceedings before the courts etc.
Each party shall notify the other party in writing if the party becomes aware of any infringement as referred to in this clause. 
Should the liability with respect to protection of the rights to the Invention or the Product in any country be disproportionate economically burdensome for the Licensee, the parties agree to meet to jointly consider how the situation can be resolved, potentially waiving the requirements for defending an infringement case.
Licensor’s obligations
Licensor assumes no responsibility and does not guarantee that the rights that exist at the time of the signing of the Agreement not later will be disputed by a third party. However, the Licensor warrants that upon the signing of the Agreement he has given Licensee information on all matters of importance regarding the Invention, and the Product if relevant, which the Licensor was acquainted with at the time of the signing of the Agreement.]
[Comment: If the agreement relates to licensing of software, or any other work, enjoying copyright protection, it could be advisable to include an explicit provision about this under clause 11. Since copyright cannot be registered, this will not appear from the documentation in the same way as for e.g. patent or design rights.]
New finesses and ideas
If Licensor develops new characteristics or finesses for the Invention, they shall also be covered by this Agreement. 
If the work conducted by the Licensee or any sub-licensee of the Licensee in connection with the production or sale of the Product should result in new patentable features for the Invention, these will be the property of the actual inventor. The parties shall then enter into a supplementary agreement that reasonably takes into account the interests of the parties in light of the development that has taken place. 
If the work conducted by the Licensee or any sub-licensee of the Licensee in connection with the production or sale of the Product should result in new non-patentable features or finesses to the Invention, the parties shall also enter into a supplementary agreement that reasonably takes into account the interests of the parties in light of the development that has taken place. 
The supplementary agreement shall include a royalty-free non-exclusive right for Licensor to use/license the improvements/developments mentioned above, unless such royalty-free license is unreasonable. 
Discretion, loyalty and information
Any information exchanged between the parties during negotiations, the conclusion, execution and termination of the Agreement, and which is not publicly known and which may be of commercial significance for the other party to keep confidential, shall be regarded as confidential information. 
The Parties shall in relation to competitors and others with relevant commercial interest in such information act discretely so that any confidential information is not disclosed to third parties.  
In particular, the Parties shall be cautious and loyal towards each other, so that they do not cause or contribute to competing products being offered in the markets where the Product has no legal protection. 
Confidential information shall not be used for any other purpose but for the execution of this Agreement. 
Each Party shall keep the other party informed about routines and other precautions taken to ensure that the confidential information not will be made available to any third party. Each party is further entitled to verify that the other party’s information on safety measures is correct. 
The same requirements that the parties impose on each other shall be imposed upon any third party they for whatever reason would need to co-operate with, with respect to the execution of this Agreement. 
The obligation of confidentiality shall survive the term of the Agreement. 
Duration / Termination
This Agreement shall apply until terminated by one of the Parties in accordance with this clause 14 [as long as the Invention has patent protection in any country]. 
[Comment: If the agreement governs an invention with patent protection the alternative in braces should be used.]
[However,] the Licensee is entitled to terminate the Agreement [at any time] with 6 months written’ notice [if the Licensee finds that the Agreement not will give any financial profit]. Such termination notice must be sent by registered air mail. 
If the sale of Products as from year * is so low that the Licensor’s license fee revenues are less than NOK * per year, the Licensor shall be entitled to terminate the Agreement with 6 months written notice. [Comment: One can also consider whether the amount should be index adjusted each year.] Such termination notice must be sent by registered mail. If the Licensee, no later than thirty (30) days after such termination notice, makes a payment to Licensor which results in the said minimum license fee revenues, the payment will have a suspending effect on the termination for the year in question. 
Upon expiry of the Agreement the Licensee is no longer entitled to exploit the Invention. This also applies to any third party that derives his right to exploitation of the Invention from the Licensee. Upon expiry the Licensee shall at no cost for the Licensor hand over all written knowhow and other information regarding the Invention, and the Product if relevant, and any prototypes to the Licensor. The Licensee shall further ensure that any third party having derived his right to exploit the Invention from the Licensee does the same. [However, the Licensee shall be entitled to sell Products that upon termination of the Agreement is in stock. License fee will incur on sale of any Products in stock.]
[Comment: Please note that Innovation Norway may have placed requirements regarding the duration of and the opportunity to terminate license agreements when they have granted loans to the licensee or the licensor. The wording must be adjusted to reflect any such requirements.]
Breach of Agreement 
The parties agree that they shall attempt to negotiate before any breach materializes in a conflict. 
Breach will give basis for compensation claims according to general rules of liability. 
A party may terminate this Agreement with immediate effect if the other party is in material breach of the Agreement. [Alternatively: with effect from thirty (30) days after the breach was notified to the breaching party unless the breach is remedied within the said thirty (30) days]. 
[The following shall be considered material breach entitling the Licensor to terminate the Agreement with immediate effect:
1. Insufficient activity from the Licensee over a longer period of time [should be further specified]
2. Sales below….. units per year
3. Delayed payment of license fee or deliberately incorrect calculation of license fee]
Standard force majeure provisions apply to both parties. 
Transferring of rights and obligations pursuant to the Agreement 
Unless otherwise agreed in writing the parties are entitled to transfer their rights and obligations pursuant to this Agreement to a third party. The other Party shall as soon as possible be informed of such transfer. 
[Comment: Please note that a lender upon granting of loan to licensor or licensee might have requirements with respect to the right to transfer the license agreement to a third party. What requirements that will be made may among others depend on whether the loan is granted to the licensor or the licensee. 
Please see our website for further information about license agreements where Innovation Norway is going to grant loan to licensor or licensee. [link]
Text to website: 
When being granted loan from Innovation Norway which shall be secured by a pledge in the borrower’s machinery and plant, Innovation Norway may have requirements with implications for the drafting of the borrower's license agreements. 
This will be dependent on whether the loan is granted to the licensor or the licensee. 
If the loan is granted to the licensor, Innovation Norway in most cases will require that any license agreements contain a unilateral right for the licensor to transfer the rights and obligations pursuant to the license agreement to a third party in case of licensor’s bankruptcy. 
If the loan is granted to the licensee, and secured by a pledge over its machinery and plant, Innovation Norway will, in order to secure that the licensee's rights pursuant to the license are included in its machinery and plant pursuant to the Mortgages and Pledges Act Section 3-4, usually require that the licensee’s rights and obligations pursuant to the license agreements are assignable and transferable. To ensure this, it is important that the license agreement includes a consent from the licensor to such assignment and transfer. 
If you are uncertain on how to draft the license agreement in order to meet Innovation Norway's requirements, please contact your advisor.]
Choice of law and jurisdiction
This Agreement shall be governed by and construed in accordance with the laws of Norway. Any dispute which is not settled amicably between the parties shall be subject to the exclusive jurisdiction of the Norwegian court. 
**§**

This Agreement is issued in two copies, one to each party. 

…………………., date ………………..






















Drafted by Advokatfirmaet Simonsen Vogt Wiig AS
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